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Application/Control Number: 10/807,623 
Art Unit: 2191 

DETAILED ACTION 

1 . This action is response to the original filing date of 3/24/2003. 
pending and have been considered below. 

Information Disclosure Statement 

2. The second page of the Information Disclosure Statement filed on 3/24/2004 is 
missing and only the first page has been considered. Applicant is required to submit the 
second page of the Information Disclosure Statement. 

Examiner Note 

3. Applicant appears to be attempted to invoke 35 U.S.C. 1 12 6 th paragraph in 
claims 24, 28, 30-36, 40 and 42-46 by using "means plus function" language. However, 
Examiner notes that the only "means" for performing these cited functions in the 
specification appears to be software (computer-readable program). Since no other 
specific structural limitations are disclosed in the specification, the claims have not 
invoked 35 U.S.C. 1 12 6 th paragraph. Additional item to consider also is that even the 
"means" are referred to hardware components, the claims also recite sufficient 
structure, which is "computer-readable program" for performing those cited functions. 
While the claims pass the first of the three-prong test used to determine invocation of 
paragraph 6 ,h . since it also recites sufficient structure within the claims themselves to 
perform entirely recited functions, the claims are not in means plus function format, 
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Claims 1-46 are 
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even if the claims use the term "means." Therefore, 35 U.S.C. 112 6 th paragraph has 
not been invoked when considering these claims below. 

Specification 

4. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words . It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as " means" and "said." should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, 'The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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6. Claims 24-46 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 24-46 recite "a computer-readable 
program product, which is directed to software per se, lacking of storage on a computer- 
readable medium, which enables any underlying functionality to occur. Therefore, 
claims 24-46 are non-statutory subject matter. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claim 1-46 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Strothmann (United States Patent No.: 5,745,880). 

As per claims 1 and 24 : 
Strothmann discloses: 

- receiving identifications of respective migration tasks (see at least col. 2, lines 
44-45 "move or migrating"); 

- correlating base costs to respective ones of said migration tasks (see at least col. 
4, line 67 - col. 5, lines 1-2 "if migration of an application which comprises 
10% of the total cost base is being considered, then 100 generic units are 
being moved."); 
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- receiving identifications of migration attributes that affect migration cost (see at 
least (see at least col. 2, lines 59-61 "three broad categories are identified 
hardware and software costs..."); 

- correlating cost factors to respective ones of said migration tasks, each of said 
cost factors indicating an amount by which a migration attribute affects the base 
cost of a migration task (see at least TABLE C and TABLE D", also see at least 
FIGS. 2A-2C); and 

- estimating a cost for each migration task, by applying the cost factors for each 
migration task to the base cost of the migration task (see at least "TABLE D", 
also see at least FIGS. 2A-2C). 

As per claims 2 and 25 : 
Strothmann discloses: 

- wherein migration tasks comprise one or more tasks chosen from a group 
consisting of system building, project management, ramp up, baseline testing, 
migration, system testing, delivery, acceptance testing, sign-off, exporting data, 
importing data, redirecting user terminals, replacing third party products, and 
deployment (see at least col. 2, lines 44-45 "move or migrating", also see col. 8, 
line 55-59 "Data Synchronization"). 



As per claims 3 and 26 : 
Strothmann discloses: 
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- wherein migration attributes comprise one or more attributes chosen from a 
group consisting of hardware attributes, operating system attributes, application 
attributes, environment attributes, source code attributes, complexity attributes, 
and testing attributes (see at least col. 2, lines 59-61 "three broad categories 
are identified hardware and software costs..."). 

As per claims 4 and 27 : 
Strothmann discloses: 

- wherein source code attributes comprise at least one code metric chosen from a 
group consisting of number of code lines, number of code modules, number of 
files, call types, number of calls, data volume, structural integrity, use of lexical 
functions, and operating system dependence (see at least col. 5, line 39 
"migration of an application or applications..."). 

As per claims 5 and 28 : 
Strothmann discloses: 

- estimating a total cost, by summing the estimated costs of all migration tasks 
(see at least col. 5, lines 41-43 "the total projected conversion cots are two 
hundred fifty thousand dollars ($250,000)..."); and 

- displaying or printing a migration assessment comprising the total cost (see at 
least "TABLE D") . 
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As per claims 6 and 29 : 
Strothmann discloses: 

- wherein the migration assessment further comprises the estimated cost for each 

migration task (see at least col. 5, line 45 "Table D shows the conversion 

costs per generic unit")- 



As per claims 7 and 30 : 
Strothmann discloses: 

- applying tolerances to one or more of the estimated costs and total cost (see 

FIGS. 2A-2C); and 

- wherein one or more of the estimated costs and total cost comprises a cost 
range (see at least "TABLE D"). 

As per claims 8 and 31 : 
Strothmann discloses: 

- wherein one or more of the base costs are received from a user (see at least col. 
5, line 1 "10% of the total cast base is being considered..."). 

As per claims 9 and 32 : 
Strothmann discloses: 

- wherein one or more of the cost factors are received from a user (see at least 
"TABLE C and TABLE D"). 
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As per claims 10 and 33 : 
Strothmenn discloses: 

- receiving at least one assessment type, each assessment type comprising a 
degree of accuracy for one or more of the estimated costs and total cost (see at 
least "TABLE D" - shows the conversion costs for each assessment type). 

As per claims 1 1 and 34 : 
Strothmann discloses: 

- creating an assessment template, the assessment template comprising a format 
for the migration assessment (see at least "TABLE P"). 

As per claims 12 and 35 : 
Strothmann discloses: 

- correlating base time requirements to respective ones of said migration tasks 

(see at least "TABLE O"); 

- correlating time factors to respective ones of said migration tasks, each time 
factor indicating an amount by which a migration attribute changes the base time 
requirement for a migration task (see at least "TABLE O" and "TABLE P"); and 

- estimating a time requirement for each migration task, by applying all time factors 
for the migration task to the base time requirement for the migration task (see at 
least "TABLE O", also see FIGS. 2A-2C). 



Application/Control Number: 10/807,623 Pa 9 e 9 

Art Unit: 2191 

As per claims 13 and 36 : 
Strothmann discloses: 

- receiving identifications for respective migration tasks (see at least col. 2, lines 
44-45 "move or migrating"); 

- correlating base time requirements to respective ones of said migration tasks 
(see at least col. 8, TABLE O"); 

- receiving identifications of migration attributes that affect migration time (see at 
least col. 2, lines 59-61 "three broad categories are identified hardware and 
software costs..."); 

- correlating time factors to respective ones of said migration tasks, each time 
factor indicating an amount by which a migration attribute changes the base time 
requirement for a migration task (see at least col. 8, "TABLE O" and "TABLE P"); 
and 

- estimating a time requirement for each migration task, by applying all time factors 
for the migration task to the base time requirement of the migration task (see at 
least col. 8, "TABLE O", also see FIGS. 2A-2C). 

As per claims 14 and 37 : 
Strothmann discloses: 

- wherein migration tasks comprise one or more tasks chosen from a group 
consisting of system building, project management, ramp up, baseline testing, 
migration, system testing, delivery, acceptance testing, sign-off, exporting data, 
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importing data, redirecting user terminals, replacing third party products, and 
deployment (see at least col. 2, lines 44-45 "move or migrating", also see at 
least col. 8, line 55-59 "Data Synchronization"). 

As per claims 15 and 38 : 
Strothmann discloses: 

- wherein migration attributes comprise one or more attributes chosen from a 
group consisting of hardware attributes, operating system attributes, application 
attributes, environment attributes, source code attributes, complexity attributes, 
and testing attributes (see at least col. 2, lines 59-61 "three broad categories 
are identified hardware and software costs..."). 

As per claims 16 and 39 : 
Strothmann discloses: 

- wherein source code attributes comprise at least one code metric chosen from a 
group consisting of number of code lines, number of code modules, number of 
files, call types, number of calls, data volume, structural integrity, use of lexical 
functions, and operating system dependence (see at least col. 5, line 39 
"migration of an application or applications. . . "). 

As per claims 17 and 40 : 
Strothmann discloses: 
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- estimating a total time requirement, by summing the time requirements for all 
migration tasks (see at least col. 8, "TABLE O"); and 

- printing or displaying a migration assessment comprising the total time 
requirement (see at least col. 8. "TABLE O"). 

As per claims 1 8 and 41 : 
Strothmann discloses: 

- wherein the migration assessment further comprises the estimated time 
requirement for each migration task (see at least col. 8, "TABLE O"). 

As oer claims 19 and 42 : 
Strothmann discloses: 

- applying tolerances to one or more of the estimated time requirements and total 
time requirement; and wherein one or more of the estimated time requirements 
and total time requirement comprises a cost range (see at least col. 8, "TABLE 
O" and "TABLE P"). 

As per claims 20 and 43 : 
Strothmann discloses: 

- wherein one or more of the base time requirements are received from a user 
(see at least col. 8, "TABLE O"). 
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As per claims 21 and 44 : 
Strothmann discloses: 

- wherein one or more of the time factors are received from a user (see at least 

col. 8, "TABLE O"). 

As oer claims 22 and 45 : 
Strothmann discloses: 

- receiving at least one assessment type, each assessment type comprising a 
degree of accuracy for one or more of the estimated time requirements and total 
time requirement (see at least col. 8, "TABLE O" - shows the conversion 
period for each assessment type). 



As per claims 23 and 46 : 
Strothmann discloses: 

- creating an assessment template, the assessment template comprising a format 
for the migration assessment (see at least col. 8, "TABLE P"). 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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- Ruffin et al. (United States Patent No.: US 6.260,020 B1), discloses method, 
system and program product for sizing a computer system migration 
programming effort. 

. Srinivasan et al. (United States Patent No.: US 6,895,382 B1), discloses method 
for arriving at an optimal decision to migrate the development, conversion, 
support and maintenance of software applications to off shore/off site locations. 

- Ruffin et al. (United States Patent No.: US 6.968,324 B1 ), discloses method, 
system and program product for evaluating a computational processing capacity 
migration between computer platforms. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phillip H. Nguyen whose telephone number is (571) 
270-1070. The examiner can normally be reached on Monday - Thursday 10:00 AM - 
3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wei Y. Zhen can be reached on (571) 272-3708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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5/23/2007 



ST"' <f 



PTQ/SB/08A(0843) 
Approved for use through 07/31/2008. OMB 0851-0031 
U.S. Paten! end Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Ad of 1995. no persons om required to respond to a ejection o f information unless ^contgins a valid OMB control number. 



Substitute for form 1448/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(Use ee many shoots os necosserjfl 



Complete If Known 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



TbTTT 



Attorney Pocket 



Power, Jonathan 



ENP920030164US1 



U. 8. PATENT DOCUMENTS 


Examiner 
Initials* 


Ota 
NO. 1 


Document Number 


Publication Date 
MM-DD-YYYY 


Name of Patentee or 
AppUoem of Cited Document 


Pages. Columns, Unas, Whom 
Relevant Passages or Relevant 
Figures Appear 








US- e oil a 7CQ 


hino 1Q 9M1 


Ruffin ot al 
rvijiiiii, oi oi. 


aanaraJIv 

ywi iw any 






US- 












us. 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












us- 












US- 












US- 












us- 












us. 












us- 












US- 












US- 









FOREIGN PATENT DOCU 


ME NTS 


Examiner 
Initiate* 


Cite 
No. 1 


FOrdgn Patent Document 


Publtesticn 
Date 
MM-DD-YYYY 


Name of Patentee or 
Applicant of Cited Document 


Pages, Columns. Unas, 
Where Relevant Passages 
Or Relevant Figures Appear 




Country Cotfe* "Number # T0nci Co*Pt9*nown) 




















































E 



























Examiner 
Signature 



/Phillip Ngi^en/ 

reference oortsraarsd, who 



Data 

Considered 



05/23/2007 

f not in conformance and i 



■BKHIFEH! 1933 B reference oSnSSSl whether or not 33en Is in codormance wHh BPIP 609. Draw tine through citation If not in conformance ana noT 
considered. Include copy of this form wtth next communication to applicant 1 AppOceitfs unique citation designation number (optional). 'See Kinds Codes of 
USPTO Patent Documents at www.usrto.oov or MPEP 801.04. ' Enter Office that Issued the document, by the rwo^etter code (WiPO Standard ST.S). For 
Japanese patent documents, the Indication of the year of the reign of the Emperor must precede the serial number of the patent document. "Kind of document by 
the appropriate symbols as Indicated on the documerrt under WIPO Standard ST. 16 if possible. 8 Applicant Is to ptaae a check mark here if English language 
Translation Is attached. 

This ooOeotion of i n f or mation Is required by 37 CFR 1.97 and 1.98. The Information Is required to obtain or retain a benefit by the public which Is to file (end by the 
USPTO to process) en application. Confidentiality Is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete. 
Intruding gathering, preparing, and submitting the completed application term to the USPTO. Time will vary depending upon the Individual case. Any comments 
on the emeuni of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer. U.S. Patent 
and Trademark Office. P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND 
TO: Commissioner tor Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, call 1~600-PTO-9199 (1-600-786-9199) and select option 2. 



Notice of References Cited 


ADDlication/Controt No. 
10/807,623 


Applicant(s)/Patent Under 
Reexamination 
GALLOWAY ETAL. 


Examiner 
Phillip H. Nguyen 


Art Unit 
2191 


Page 1 of 1 



* 




rvmimsnt Number ! 
Country Code-Number-Kind Code 


Oate 
MM-YYYY 


Name 




* 


A 


US-5,745,880 


04-1998 


Strothmann, Russell L. 


705/7 


* 


B 


US-6,260,020 


07-2001 


Ruffin et al. 


705/1 


* 


C 


US-6.895,382 


05-2005 


Srinivasan et al. 


705/7 


* 


D 


US-6,968,324 _ 


11-2005 


Ruffin et al. 


705/400 


* 


E 


US-6,219,654 


04-2001 


Ruffin, Michael 


705/400 




F 


US- 










G 


US- 










H 


US- 










: i 


US- 










j 


US- 










K 


US- 










L 


US- 










M 


US- 









* 




Document Number { 
Country Code-Number-Kind Code 


Date 
MM-YYYY 


Country 


Name 


Classification 




N 














O 














P 














Q 














R 














S 














T 













Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages) 



V 



W 




A copy of th s reference is not being furnished with this Office action. (See MPEP § 707.05(a).) 
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign. 



U.S. Potent and TraJemaffc Office 
PTO-692 (Rev. 01-2001) 



Notice of References Cited 



Part of Paper No. 20070522 



